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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed on 20 February 2006with respect to claims^^Cfr and 18-24 
have been considered but are moot in view of the new ground(s) of rejection. 

Trouble Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
groimded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of tiie ''right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re hongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
grotmd provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a restdt of activities xmdertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply witii 37 CFR 3.73(b). 

3. Claims 1, 2 and 4-6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being xmpatentable over claims 1, 4, and 9-12 of 
copending Application No. 10/685,320. Although the conflicting claims are not identical, they 
are not patentably distinct from each other as explained below. 

Referring to claim 1 of the current application, the copending application teaches all the 
limitations: (a) optically scarming a tag, which is a badge containing a bar code, with a scarmer 
(see the first limitation of Application No. 10/685,320's claim 1, and Application No. 
10/685,320's claims 4 and 9-11); (b) receiving information from the badge (see the second 
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limitation of Application No. 10/685320's claim 1); and (c) allowing access to at least one 
specialty fimction if appropriate information is received from the badge (see the last limitation 
of Application No. 10/685;320's claim 1). The examiner notes that claim 10 of the copending 
application, which depends on claim 8, calls for "the scaimer." "The scarmer," however, lacks 
antecedent basis since claim 8 calls for an infrared signal, and claim 5 calls for the tag being part 
of a cellular telephone. Consequently, claim 10 is tmderstood to depend on claim 9, because 
claim 9 calls for tiie device to include a scanner. In addition, tiie step of allowing access if 
appropriate information is received from the badge requires the step of determining whether 
the bearer of the badge can access any features of the device based upon the information 
scaxmed from the badge, as called for in the last limitation of the current application's claim 1. 

Regarding claim 2 of the current application. Application No. 10/685,320's claim 1 calls 
for a printing device having a plurality of functions, wherein the bearer of a tag is allowed 
access to at least one function; thus access is granted to some, but not all, of the device's 
features. 

Regarding claim 4 of the current application, the limitation is called for in Application 
No. 10/685,320's claim 11. 

Regarding claim 5 of the current application, the limitation is called for in Application 
No. 10/685,320's claim 12. 

Regarding claim 6 of the current application, the limitation is called for in Application 
No. 10/685,320's claim 1. 

4. This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in tfie art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 1, 4, 6-8, 18-20, and 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Harris (US 6,799,717) in view of Chow et al. (US 6,292,0.92). 

Referring to claims 1, 21, and 24, Harris teaches a digital transmitter device that has an 
input device, a display, and a scaimer (see Col. 1, lines 28-29). Per Harris, digital transmitting 
devices include multi-functional products (MFPs) having the capabiHty of scanning hardcopy 
documents, copying, printing, etc., and a digital network copier (see Col. 1, lines 15-27). Harris 
also discloses that the digital transmitter device (hereinafter referred to as ''MFF') has 
additional features such as e-mail and facsimile capability (see Col. 1, lines 37-67; Col. 2, lines 1- 
10; and Col. 4, lines 26-32 and 48-54); thus Harris' MFP is a scanning and printing device with a 
plurality of features, wherein the features include a scaimer for scanning hardcopy docimients 
into memory for use or manipulation, as called for in claim I's preamble and claim 24's fourth 
limitation. Regarding claim 24, Harris discloses a method comprising the steps of (a) 
programming the MFP, which has a pltirality of features (e.g., e-mail, facsimile, scaiming, 
copying, printing, etc.), with information related to authorized individuals (i.e., a defined 
group or set of individuals) (see Col. 3, lines 56-62; Col. 4, lines 4-8; and Col. 5, lines 17-21 and 
36-48); (b) encoding information related to authorized individuals as tags that are printed onto a 
cover sheet and carried by authorized individuals (see Col. 2, lines 34-38 and 53-54; Col. 3, lines 
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56-62; Col. 4, lines 19-25; and Col. 5, lines 1-3 and 9-16); (c) using the MFFs conventional 
scanner to optically scan the tags on the cover sheet when the cover sheet is place in front of flie 
scanner (see Col. 4, lines 4-8 and 10-25; and Col. 5, lines 1-3); (d) receiving information from the 
tags during the scarming process (see Col. 4, lines 19-25 and Col. 5, lines 9-16); (e) determining 
whether a bearer of the tag is an authorized individual (i.e., is one of the set of individuals) (see 
Col. 4, lines 4-8 and 19-25; and Col. 5, lines 9-21); (f) allowing access to at least some features of 
the MFP if the bearer is an authorized individual (see Col. 5, lines 17-21 and 26-48); and (g) 
denying access to at least some features if the bearer is not an authorized individual (see Col.. 5, 
lines 17-21 and 26-41). Qaim 24 includes all ttie limitations called for in claim 1; thus Harris's 
method includes the steps called for in claim 1: (a) using the MFFs conventional scanner to 
optically scan the tags on the cover sheet when the cover sheet is place in front of the scanner 
(see Col. 4, lines 4-8 and 10-25; and Col. 5, lines 1-3); (b) receiving information from the tags 
during the scanning process (see Col. 4, lines 19-25 and Col. 5, lines 9-16); and (c) determining 
whether the bearer of the tag can access any of the MFFs features based on the information 
scanned from the tag (see CoL 4, lines 4-8 and 19-25; and Col. 5, lines 17-21 and 26-48). Harris's 
tag includes user identification information and is provided on a personalized cover sheet, 
which is made of durable media, instead of a badge (see Col. 3, lines 56-62; Col. 4, lines 12-25; 
and Col. 5, lines 9-16), as called for in claims 1 and 24. A badge, as defined by the applicant (see 
[0021] and Fig. 3), is an identification badge. Regarding claim 21, though Harris teaches using 
the MFFs conventional scanner to optically scan bar codes on a cover sheet and authenticate a 
user (see Col. 2, lines 35-38 and 53-54; Col. 4, lines 19-25; and Col. 5, lines 9-16), Harris is silent 
on a badge containing an image of the bearer, wherein the image is scaimed and compared to a 
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stored image in order to determine whether the user has access to the digital transmitting 
device (as called for in claim 21). 

In an analogous art, Qiow teaches an personal identification system, wherein a personal 
identity instrument or tag (e.g., passports, credit cards, driver's licenses, building passes, etc.), 
as shown in Fig. 2, includes (1) area 1 providing biographical data of tiie legitimate holder of 
the tag, (2) area 2 providing a digital picture of the legitimate holder of the tag, and (3) area 3 
providing authentication information encoded as a bar code (see Col. 2, lines 60-67 and Col. 3, 
lines 1-4). Chow specifies that the picture and the bar code are in machine-readable form (see 
Col. 3, lines 11-13). Chow further discloses that tiie authentication information includes 
information from the biographical data and from the digital picture (see Col. 3, lines 14-51) and 
that a commercial flatbed scarmer, such as Hewlett-Packard Model lie Scanjet, can be used to 
authenticate the tag (see Col. 4, lines 9-15 and Col. 5, lines 1-45). Chow's authentication method 
comprises the steps of (a) scanning an identity tag using scanner 11; (b) acquiring the 
biographical information from area 1 converting the information into a binary format via 
processor 13; (c) extracting image descriptors from the picture in area 2; (d) reading the bar code 
and decrypting the bar code information using a public decryption key; (e) comparing the 
biographical information obtained from the decrypted bar code information with biographical 
information acquired from area 1; and (f) comparing the image descriptors obtained from the 
decrypted bar code information with the image descriptors obtained from area 2 and saved in a 
local memory (i.e., a stored image). (See Col. 5, lines 9-36.) 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the system and method of Harris as taught by Chow because 
providing user identification information on an identification badge instead of a cover sheet 
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improves MFFs ease-of-use since employees generally wear their identification badges and can 
use the identification badge to access the MFP without having to generate or retrieve their cover 
sheets. In addition, using a picture in addition to using a bar code to authenticate a user is 
virtually immxme to falsification (see Chow, Col. 2, lines 7-9), thereby further protecting the 
MFP from tmauthorized use. 

Regarding claims 4 and 22, Harris, as modified by Chow, discloses a badge including a 
bar code (as called for in claim 4) in addition to an image of the badge bearer, wherein 
determining whether the badge bearer has access is also based upon the information contained 
in the bar code (as called for in claim 22) (see Harris, Col. 2, lines 35-38 and 53-54; Col. 4, lines 
19-25; and CoL 5, lines 9-16). Also see Chow, Col. 5, lines 9-36. 

Regarding claims 5 and 23, Harris's method, as modified by Chow, includes 
determining whether the badge bearer has access is based on the badge's code and image (see 
Harris, Col. 2, lines 35-38 and 53-54; Col. 4, lines 19-25; and Col. 5, lines 9-16). Also see Chow, 
Col. 5, lines 9-36. Though Harris discloses that the code on a badge are not limited to bar codes, 
Harris and Chow fail to expressly teach that the badges can contain glyphs, as called for in 
claims 5, wherein determining whether the badge bearer has access is additionally based upon 
the information contained in the glyphs, as called for in claim 23. However, the applicant 
teaches in Section [0022] of the specification that ''[bar] codes and glyphs are well known in the 
art," and the statement is taken to be admitted prior art. Hence it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify Harris and 
Chow's tag such that it contains glyphs since glyphs provide efficient, aesthetically acceptable 
codes for recording digital data, especially for applications in which such machine readable 
data is to be recorded in visual juxtaposition with human readable information. 
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Regarding claim 6, as explained in the rejection of claims 1 and 24, Harris teaches that 
the MFP has the capability of scanning hardcopy documents, copying, printing, etc. (see Col. 1, 
lines 15-27; Col. 3, lines 63-67; and Col. 4, lines 63-67); thus Harris's MFP is a printing device. 

Regarding claims 7, 18, and 19, Harris also discloses that the digital transmitter device 
has additional features such as facsimile capability (as called for in claims 7 and 19) and e-mail 
(as called for in claim 18) (see Col. 1, lines 37-67; Col. 2, lines 1-10; and Col. 4, lines 26-32 and 48- 
54). 

Regarding claim 8, Harris discloses that the MFP is a scanner connected to a network in 
order to transmit the scanned document via facsimile or e-mail (see Col. 1, lines 15-27 and 37-67; 
Col. 2, lines 1-10; Col. 3, lines 50-55; and Col. 4, lines 26-32 and 48-54). 

Regarding claim 20, per Harris, MFPs have the capability of scanning hardcopy 
documents, copying (i.e., document reproduction), printing, etc., and a digital network copier 
(see Col. 1, lines 15-27). 

7. Claim 2 is rejected imder 35 U.S.C. 103(a) as being xmpatentable over Harris (US 
6,799,717) in view of Chow et al. (US 6,292,092) as applied to claim 1 above, and further in view 
of Akiyoshi (US 2003/0086111). 

Regarding claim 2, Harris, as modified by Chow, is silent on the step of granting access 
to some, but not all, of the features of the MFP. 

In an analogous art, Akiyoshi teaches a compoxmd machine 100 (i.e., device) having a 
scanner for scanning images into memory, and a plurality of features, such as a facsimile, a 
black and white line printer 101, and a color line printer 102 (see Section [0047]). Akiyoshi's 
method for controlling compoimd machine 100, as shown in Fig. 11, includes the steps of: (a) 
reading a user code from flashcard 207 with flashcard interface part 206 at step S1004 before the 
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bearer of flashcard 207 can use compoxmd machine 100 (see Fig. 2 and Section [0095]); (b) 
obtaining the user code from flashcard 207 during the reading process at step S1004 (see Section 
[0097]); and (c) determining from the user code whether the bearer of flashcard 207 can access 
any of the device's features at step S1006 (see Sections[ 0060], [0065]-[0067], [0081], [0082], 
[0098], and [0100]). Akiyoshi's method also includes the step of (d) granting access to some but 
not all of compoimd machine lOO's features (see Sections [0060], [0065]-[0067], [0081], and 
[0082]), as called for in claim 2. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
ttie invention was made to modify the system and method of Harris and Chow as taught by 
Akiyoshi, because (1) it is xmdesirable, from the viewpoint of security, that every user can use 
all the functions of the MFP (see Akiyoshi, Section [0007]), and (2) the MFFs security is 
strengthened by determining which MFP features a user can access based on the us.er's 
identification information (see Akiyoshi, Sections [0010] and [0015]). 

on wu <7T> 

Any inquiry concerning this commxmication or earlier communications from the 
examiner should be directed to Clara Yang whose telephone number is (571) 272-3062. The 
examiner can normally be reached on 9:00 AM - 7:30 PM, Monday - Thursday. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on (571) 272-7308. The fax phone nxmiber for the 
orgaruzation where this application or proceeding is assigned is 571-273-8300. 

Please note that Art Unit 2635 is now Art Unit 2612. 
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Information regarding the status of an application may be obtained from the Patent 
Applicatiori Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available tiirough Private PAIR only. For more information about the PAIR 
system, see http:/ /pair-directuspto.gov. Should you have questions on access to tiie Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




